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Claim Rejections - 35 (JSC § 102 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1, 3, 5-7, 9-10, 12-13, 16, 18-19 and 23 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Estavillo et al. (US 2002/0046238). 

Regarding claim 1, Estavillo et al. discloses requesting from a computer 
connected printer a pre-printing screen-display preview of a document which has been 
sent by the computer to that printer (paragraph 0055-0056), generating in the printer a 
collection of print-control data which exactly defines how the document that has been 
sent to the printer will look when printed and which will be employed by the printer to 
print the document (paragraph 0057, lines 5-17), communicating the print-control data 
collection to the screen-display device, and on the basis of said communicating, 
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displaying on the screen in the screen-display device an exact visual preview of the 
subject document (0057, lines 8-17). 

Regarding claim 3, Estavillo et al. discloses in a printer, generating a collection 
of print-control data which will be used by the printer directly to print the document, 
before printing that document, using that collection directly to create, on a display 
screen which is operatively associated with the printer, a preview display which shows 
how the printed document will look after printing (paragraph 0057, lines 5-17). 

Regarding claim 5, Estavillo et al. discloses a printer connected to a computer 
which is also operatively associated with the display screen, and which has instructed 
the printer to generate the collection of print-control data, and conveying a copy of that 
data from the printer to the computer (paragraph 0049, lines 1-4). 

Regarding claim 6, Estavillo et al. discloses utilizing a computer which is 
associated with a display screen, sending from the computer to connected printer 
instructions regarding the printing of a document (paragraph 0053, lines 6-8), in the 
connected printer, receiving these instructions and generating from such instructions a 
collection of print-control data which is useable by the printer to print the document, 
before printing that document, sending back to the computer from the printer the 
generated print-control data collection, in the computer, creating on the associated 
display screen a user-viewable, true-preview document display based directly upon the 
sent-back collection of print-control data, which display shows exactly how the printed 
document will look after printing (paragraph 0057) . 
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Regarding claim 7, Estavillo et al. discloses sending a print instruction data 
stream to a printer (figure 4), within the printer, creating from that print-instruction data 
stream a print-control data collection which is effective directly to implement a related 
printing operation, before implementing such a printing operation, sending a copy of the 
print-control data collection to a screen-display viewing instrumentality, displaying on 
that instrumentality a true preview of what the printed document would look like if 
printed on the basis of the print-control data collection (paragraph 0057, lines 14-17) 

Regarding claim 9, Estavillo et al. discloses requesting such a preview from the 
printer (paragraph 0023(paragraph 0053, lines 6-8)), by initiation from the printer, 
producing an electronic screen-display surrogate of that document which substantially 
exactly shows how the printer will print the document (paragraph 0022, lines 4-6). 

Regarding claim 10, Estavillo et al: discloses from a document-creating 
application in the computer structure creating a document (paragraph 0054, lines 6-7), 
and with reference to the created document, sending a set of related document-printing 
instructions from the computer to the printer (paragraph 0053, lines 6-8), in association 
with the said sending, requesting from the printer a print-preview display (paragraph 
0053, lines 6-8), in the printer, on the basis of such sent instructions, generating a 
collection of document print-control data which the printer will directly use to print the 
created document, and in response to the print-preview display request, sending back 
to the computer structure a print-preview data stream based exactly upon the generated 
print-control data collection, and through cooperative interaction between the computer 
structure and the screen-display device, creating on the screen-display device from that 
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sent back data stream a true print-preview display which exactly shows what the printer 
will print from the associated, underlying print-control data collection (paragraph 0057 4- 
17). 

Regarding claim 12, Estavillo et al. discloses wherein the printer includes an 
integrated controller and a print engine, the controller functions to receive and interpret 
such sent document-printing instruction, and to generate, and ultimately to send to the 
print engine, the mentioned print-control data collection, and the sent back print-preview 
data stream is directly derived from the controller-generated data collection (paragraph 
0026, lines 3-7). 

Regarding claim 13, Estavillo et al. discloses wherein the printer further includes 
a data-storage device operatively connected both to the controller and to the print 
engine, and this data storage device is operable to receive, capture, and retransmit on 
request, the controller-generated data collection. (Figure 2, element 201 (engine), 202 
and 203(controller), 204 (memory); figure 5, element 501) 

Regarding claim 16, Estavillo et al. discloses in association with requesting a 
print-preview display, (b) instructing the printer to handle related document data in a 
selected state of data compression and/ or bit depth (paragraph 0057, lines 11-13). 

Regarding claim 18, Estavillo et al. discloses computer structure (figure 1, 
element 101) armed with a document-creation application (paragraph 0054, lines 6-8) a 
hard-copy printer operatively connected to said computer structure (figure 1, element 
100), a screen-display device having a screen display operatively associated both with 
said computer structure and with said printer (figure 1 , element 102), and print-preview 
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enabling structure operatively associated with said computer structure and with said 
printer, enabling, in relation to the proposed printing by the printer of a document that ' 
has been created in the computer structure within the application, and sent to the 
printer, a user request that the printer effectively send to said screen-display device, for 
displaying on its screen, data relating to a true image showing how the printer will 
actually print to hard copy the sent document so created within the application (figure 1 , 
102; paragraph 0049, lines 13-19). 

Regarding claim 19, Estavillo et al. a screen-display device is separate from 
computer structure and printer. (Figure 1) 

Regarding claim 23, Estavillo et al. discloses input structure adapted to receive 
document-printing instructions from a connected computer (figure 2, element 202; 
paragraph 0053, lines 6-8), interpretation structure operatively connected to said input 
structure, operable to effect the generation, from such received instructions, of a print- 
control data collection which is directly useable by the printer to print a related 
document (figure 2, elements 203, 204; paragraph 0053, lines 8-13), and output 
structure operatively connected to said interpretation structure, operable to effect the 
generation, from such received instructions, of a print-control data collection which is 
directly useable by the printer to print a related document, and output structure 
operatively connected to said interpretation structure, operable, on request, to convey a 
copy of such a data collection to a connected computer for the purpose, inter alia, of 
enabling the computer to create a true preview display of the actual document which will 
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be printed if and when the printer utilizes the data collection to print a document (figure 
2, elements 206 and 207; paragraph 0053 lines 13-17). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 4, 8, 11, 22, 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Estavillo et al. as applied to claims 1, 3, 7, 10, 18, 23 above, and further in view of 
Hori etal (US 6260946 B1). 

Regarding claims 2, 4, 8, 11, 22, and 24, Estavillo et al. does not explicitly 
disclose a printer that forms part of an MFP device. However, Hori discloses a setting 
wherein the printer forms part of MFP device (Figure 1). At the time of the invention it 
would have been obvious to include a MFP device for reasons of doing a variety of 
tasks aside from only printing, such as scanning, copying, and faxing. 

Claims 14, 17, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Estavillo et al. 
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Regarding claims 14 and 20, Estavillo et al. discloses the computer structure 
and the screen-display device together form portions of an integrated computer. Official 
notice is taken that it was well known in the art at the time of invention to combine 
together a computer structure and screen-display to form an integrated computer. It 
would have been obvious to combine together a computer structure and screen-display 
to form an integrated computer for reasons of portability and compactness. 

Regarding claim 17, Estavillo et al. discloses generating by the controller a print- 
control data collection which is effective directly to control the printer's print engine in 
the printing of a document, and prior to printing, conveying that data collection 
appropriately for the generation of a pre-printing preview screen display of the intended 
document (paragraph 0053, lines 9-17). However Estavillo et al. fails to disclose, 
generating by the controller a print-control data collection which is effective directly to 
control the printer's print engine in the printing of a without further data manipulation 
document, "without further data manipulation". It would have been obvious not to further 
manipulate the data because the print-preview reflects exactly what is printed. 

Claims 15 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Estavillo et al. as applied to claims 10 and 18 above, and further in view of Hirashima et 
al. 



Regarding claims 15 and 21, Estavillo et al. does not explicitly disclose a 
screen-display device is incorporated in a printer. However, Hirashima et al. discloses a 
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screen-display device incorporated in a printer (paragraph 0040). It would have been 
obvious at the time of invention to incorporate a printer and screen-display device into 
one unit for purposes of eliminating hardware and cost to accomplish the device's job. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mario Ayele whose telephone number is 571-272-0624. 
The examiner can normally be reached on Monday through Friday 8:30 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on 571-272-7402. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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